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KEATING & BENNETT LLP 



10400 Eaton Place 
Su}tB 312 
FAIRFAX. VA 
Phona: (703) 385-5200 




SI 


IC. 




RECEIVED 

CENTRAL FAX CENTER 

AUG 3 1 2004 


To: 


Mr. Paul ShanoskI 
Office of Petitions 


From: 


Christopher A. Bennett 


Fax: 


703-872-9306 


Date; 


August 31. 2004 


PhOIK 


K 703-305-0011 


Pages; 


13 


Res 


Renewed Petition under 37 C.F.R. § 
1.53(e) 


CC: 





•Comments: 

Dear Mr. Shanoski, 

Please find the following documents for the above-identified application: 

1 . Renewed Petition under 37 C.F.R. § 1 .53(e); 

2. a copy of the Petition under 37 C.F.f^ § 1 .63(e) filed on July 7. 2004; 

3. a copy of the Notice of Omitted Parts mailed on July 1 , 2004; 

4. a copy of the stamped retunned postcard acknowledging receipt of the application; 

5. acopyof Fig. 3 as originally filed; and . 

6. a copy of the Decision on Petition filed on August 23, 2004. 



Respectfully submitted, . 

Christopher A. Bennett 
Reg. No. 46,710 
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RECEIVED 
CENTRAL FAX CENTER 

AUG 3 1 2004 

CERTlFieATE OP FACSIMILE TRAHgMBSIOM 

I hereby certify that this cormspondence is being transmitted to Mr. Paul Shanoski, 
Offkifi of P6ittinns. 703-672-9306, addressed to: U.S. Patent and Trademark Office, 
P.O. Box 14S0. Alexandria. VA 22313-1450. 

Dale: Auguat 31, 2004 

(3i=ssjL^<^ "b. - 5=?^^^- PATENT 

Chilslopher A. Bennett 36856.1172 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: Jun ENDO and 




Teruyoshi MUKAIHIRA 


Art Unit: 2673 


Serial No.: 10/728,464 




Filing Date: December 5, 2003 


Examiner: Not yet assigned 


For: ROUTING DEVICE AND METHOD 




OF PRODUCING THE SAI^E 





RENEWED PETITION UNDER 37 C.F.R. 1.S3fe^ 

Attention: Paul Shanoski 
cfo Office of Petitions 

United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Mr. Shanoski: 

On Juiy 7, 2004, Applicants submitted a Petition under 37 C.F.R. § 1.53(e) (copy 
enclosed) to respond to a Notice of Omitted Items mailed on Juiy 1, 2004 which 
indicated that Figure 3 described in the originally filed specification appeared to have 
been omitted from the application filed with the U.S. Patent and Trademark Office 
("USPTO") on December 5. 2003. 

In support of Applicants' Petition under 37 C.F.R. § 1.53(e), Applicants submitted 
a copy of the retumed postcard (copy enclosed) which indicated that 7 sheets of 
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Serial No.: 10/728,464 
August 31 . 2004 
Page 2 of 2 

drawings were submitted and received by the USPTO, along with a copy of Figure 3 
(copy enclosed) as filed with the USPTO on December 5, 2003. 

Applicants received a Decision on Petition (copy enclosed), dated August 23, 
2004, which indicated that the Petition was dismissed because *1he electronic file 
contains 7 pages of drawings, containing Figures 1-2, 5-7, and two copies of Figure 4. 
Figure 3 has not been located in the electronic file. . . . Since the postcard indicates 
that 7 pages of drawings were included on filing, and 7 pages of drawings were indeed 
located In the electronic file, it appears that each of the seven pages which were 
submitted rnade their way into the electronic file. Unfortunately, figure 3 does not 
appear to be among these pages. The PTO file is the official record of alt papers filed [n 
this application. A review of the official file reveals that Figure 3 was not received on 
niing. instead, a duplicate copy of Figure 4 appears to have been filed in its stead. . . . 
As such, it appears that Figure 3 was not filed with the Office on December 5, 2003, 
For this reason, the petition cannot be granted." 

Applicants have carefully reviewed their copy of this application as filed, and 
hereby assert that Figure 3 was deposited in the USPTO with the application papers 
filed on December 5, 2003 and that Applicants did not file a duplicate copy of Figure 4 
as alleged by the USPTO. 

Accordingly, Applicants respectfully request that the original paper copy of the 
application as filed on December 5, 2003 be reviewed by the USPTO to confirm that 
Figure 3 was deposited in the USPTO with the application papers filed on December 5, 
2003, that Applicants did NOT file a duplicate copy of Figure 4 instead of a copy of Fig. 
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Serial No.: 10/728,464 
August 31, 2004 
Page 3 of 3 

3, and that the duplicate copy of Figure 4 In the electronic file of this application is the 
result of an error on the part of the USPTO made by the USPTO during the scanning 
and image capture procedures perfomied by the Office of Initial Patent Examination of 
the U.S. Patent Office. 

For the foregoing reasons, Applicants respectfully request that the present 
Petition be granted. 

A general authorization/petition for extensions of time and required fee was filed 
concunrently with the filing of the present application. The Commissioner of Patents is 
authorized to charge any shortage in the fees due or credit any overpayment to Deposit 
Account No.. 50-1353. 



KEATING & BENNETT. LLP 

10400 Eaton Place 
Suite 312 
Fairfax. VA 22313 
Telephone: (703)385-5200 



Respectfully submitted, 



Date: August 31 , 2004 




Attorney for Applicant(s) 
Christopher A. Bennett 
Registration No. 46,710 



PACE 4/13 * RCVD AT »31/2004 4:49:31 PM CEastem DaylIgM Time] * SVR:USPT0-EFXRF-1/4 * DNIS:8729306 * CSID:703385S340 * DURATION (mm-ss):04-24 



08/31/2004 15:49 7033855340 



KEATING & BENNETT 



PAGE 05/13 



Certificate of Mailing 

I hereby certify thai this correspondence is being deposited with the 
United States Postal Service on the date shown below with sufficient 
postage as first class mail in an envelope addressed to the: Mail Stop 
Missing Parts, Commissioner for Paterrts, P.O. Box 1450, Afexandria, 
VA 22313-1450. 

Dale; July 7. 2004 
Sonia V. McVean 



RECEIVED 

CENTRAL FAX CENTER 

AU6 3 1 2004 



PATENT 
36856.1172 



IN THE UNn-ED STATES PATENT AND TRADEMARK OFFICE 



In re application of: Jun ENDO and 




TeruyoshI MUKAIHIRA 


An Unit: 2673 


Serial No.: 10/728,464 




Filing Date: December 5, 2003 


Examiner: Not yet assigned 


For: POINTING DEVICE AND METHOD 




OF PRODUCING THE SAME 





PETITION UNDER 37 C.F.R. 1.53fe) 

Mail Stop Missing Parts 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

In response to the Notice Of Omitted Item(s) In a Nonprovlsibnal Application 
Filed Under 37 C.F.R. 1.53(b), mailed July 1, 2004, enclosed please find the following: 
-1 , Copy of the Notice Of Omitted Items; 

2. Check in the amount of $130,00 to cover the petition fee under 37 C.F.R. 
1.17(1); 

3. Copy of the returned postcard with evidence of receipt from the PTC; and 

4. Figure 3, apparently, missing from the application. 
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Serial No.: 1 0/728,464 ^ 
July 7, 2004 
Page 2 of 2 

Applicants hereby assert that figure 3 was deposited in the PTO with the 
application papers filed December 5, 2003. Because the postcard receipt itemizes 7 
sheets of formal drawings and is stamped by the PTO as being received, the postcard 
serves as prima facie evidence of receipt of figure 3 in the PTO, as set forth in MPEP 
§503. A substitute figure 3 Is submitted herewith in the event that figure 3 deposited with 
the application is not found. 

A general authorization/petition for extensions of fee was filed concurrently with 
the filing of the present application. The Commissioner of Patents is authorized to 
charge any shortage in the fees due or credH any overpayment to Deposit Account No. 



KEATINQ & BENNETT, LLP 
10400 Eaton Place 
Suite 312 
Fairfax, VA 22313 
(703)385-5200 



50-1353. 



Respectfully submitted, 



Date: July 7, 2004 




Attorney for Applicant(s) 
Joseph R. Keating 
Reg. No. 37,368 
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Serial No. 

Client 

Title 



f, ^pnnta/r) ^nr Attorney: 



Our Ref. No. 



_ Mailing Date ^4^/oS'/aoaJ 



Applicant^): KKfon 



The follow;lng, du e aj/^/>/ ^/S^ in the U.S. Patent & Trademark Office, was received in 
the U.S. Pfatent & Trademark OfficeTMail Room on the date stamped hereon: 



. Amendment 

. Request for Reconsideration 
^ Amendment After Final Rejection 
Response to Restriction Requiremei^^ 



, Patent Application. Including: 
ax Pages of Specification, includlng: 
Vn Claims and Abstract * 
\I Drawings ^ Sheet(s) CfO^flfl ^/ 
y/ Combined DecK/Power of Atty. 
Transmittal Letter 
\ Associate Power of Attorney 
"Assignment with PTO 1595 
\ Small Entity Status Form 
" Priority DocumentCs) i^j 
I Petition for Extension of Time 
" Preliminary Amendnrient 
JDS w/ Form PTO 1449 w/ 
cited references 
Request for Continued Examination 

" Request for App. of Dnwg. Corrections 

"via HAND DELIVERY 

"CERTIFICATE OF MAILING pJ LpqinRnULIlC* 
^ EXPRESS MAIL NUMBER: _ ^L.aCnfaLnU4bU^ 



00 



N otice of Appeal ^ c\i 

Letter to OfiFicial Draftsperson ^ N< 
Issue Fee Transmittal 
Change of Address 
Rijsponse to NTFMP 
General Authorization to Charge Acct. 
Charge Acct. Authorization for $ ^ ^ ^ 
Credit Card Payment Form for $ 9"9'g>gO 
Credit Card Payment Form for $ y^.O O 

Check No. ^ for $_ 

Check No, for $ 
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United States Patent and Trademark Office 



QOMMIsaiaNSR FOR P ATS NTS 
UNITED STATSS PATENT ANO TRAf^CMARK OrriCC 

P.O. 8DX 1 430 
ACCXANORIA* VA 223 1 3- I -4 SO 
WWW.USPTO.aOV 



Paper No. None 



Keating & Bennett LLP 
Suite 312 

10400 Eaton Place 
Fairfax VA 22030 



in re Application of 

Jun Endo et al. 

Application No. 10/728,464 

Filing Date: December 5, 2003 

Attorney Docket No. 36856.1 172 

Title: POINTING DEVICE AND METHOD 

OF PRODUCING THE SAME 



COPY MAILED 

AUG 2 3 2004 
OFFICE OF PETITIONS 

DECISION ON PETITION 



BACKGROUND 

This is a decision on the petition filed July 9, 2004, requesting that tlic above- identified 
application be accorded a filing date of December 5, 2003, with Figure 3 as part of the original 
disclosure of the application. 

The application was deposited December 5, 2003. However, on July 1, 2004, the Office of 
Initial Patent Examination (OEPE) mailed a notice stating that the application had been accorded 
a filing date of December 5, 2003, and that the application appeared to have been deposited 
without Figure 3. 

With the instant petition. Petitioner has submitted a copy of Figure 3 along with the petition fee. 
Petitioner has asserted that Figure 3 was included on filing. In order to support this allegation, 
Petitioner has included a copy of his postcard receipt acknowledging receipt of "drawings 7 
sheets (formal)" in the United States Patent and Trademark Office (Office) on December 5, 
2003. 



THE RELEVANT SECTION OF THE MPEP 

Section 503 of the MPEP, entitled Application Number and Filing Receipt, sets forth, in 
part: 

RETURN POSTCARD 
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V Application No. 1 0/72S»464 p^g^ 2 

P?P^ fi^^ fhe USPTO is desired, it may be obuined by encloaing 

with the paper a self-addressed postcard specifically identifying the item. The USPTO will stamp the 
receipt date on the postcard and place it in the outgoing mail. A postcard receipt which itemizes and 

^r^Jn^Z ^^^l^luAu^^^ ^^^^^ ^ P^nia facie evidence of receipt in the USPTO 

of all the Items listed thereon on tfie date stamped thfereon by the USPTO. 

The identift^ing data on the postcard should be so complete as to clearly identify the item for which receipt 
IS requested. For example, the postcard should identify the applicant's name, application number (if 
SSi^S" M filing date, interference number, title of the invention, etc. The 

postcard Should also identify the type of paper Bemg filed, e.g., new application, affidavit, amendment, 
notice of appeal, appeal brief, drawmgs, fees» motions, supplemental oath or declaration, petition, etc., and 
the number of pages being submitted. If a new application is being filed, all parts of the application beine 
submitted should be separately listed on the postcard, e.g., die number of pages of specification (including 
written description, claims and abstract), number of claims, number of sheets of drawings, number of paees 
or oaih/dcclaration, number of pages of cover sheet (provisional application). 

The postcard receipt will not serve as prima facie evidence of receipt of any item which is not adequately 
Itemized on the postcard. For example, merely listing on the postcard "a complete application'' or^'patent 
application' will not serve as a proper receipt for each of the required components of an application (e g 
specification (including claims), drawings (if necessan'), oath or declaration and the application filing 
or missing portions (e.g., pages, sheets of drawings} of an application if one of the components or portion 



example, merclyjistin^on^the postcard "a complete application'' or - patent 

le) 

of a component is foun'S to missing by the USP¥6. EacTTseparate componenVsho^'lTbeVpe^ 
properly itemized on the postcard. Furthermore, merely incorporating by reference in the postcard receipt, 
the Items listed in a transmittal letter will not serve as prima facie evidence of receipt of those items. 

The person receiving the item(s) in the USPTO will check the listing on the postcard against the item(s) 
being filed to be sure they arebroperly identified and that all the items listed on the postcard are presently 
being submitted to the USPTO. If any of the items listed on the postcard arc not being submitted to the 
USPTO, those items will be crossed off and the postcard initialed by the person receiving the items. 

Upon return of a postcard receipt from the USPTO, the postcard receipt should be promptly reviewed by 
the person who filed the items to ensure that every item specifically denoted on the postcard was received 
I'y tn« USPTO. If the postcard receipt has been annotate .to indicate that.a particular item denoted on the... 
postcard was not received by the USPTO, the postcard receipt will not serve as prima facie evidence of 
receipt of that iusm in the USPTO. 



ANALYSIS 

It is noted that the electronic file contains 7 pages of drawings, containing Figures 1-2, 5-7, and 
two copies of Figure 4. Figure 3 has not been located in the electronic file. 

Obviously, the degree on which applicants may rely on a postcard receipt to establish receipt of a 
particular item depends on the specificity of the itemization. Since the postcard indicates that 7 
pages of drawings were included on filing, and 7 pages of drawings were indeed located in the 
electronic file, it appears that each of the seven pages which were submitted made their way into 
the electronic file. Unfortunately, figure 3 does not appear to be among these pages. 

The PTO file is the official record of all papers filed in this application. A review of the official 
file reveals that Figure 3 was not received on filing. Instead, a duplicate copy of Figure 4 
appears to have been filed in its stead. An applicant alleging that a paper was filed in the Office 
and later misplaced has the burden of proving the allegation by a preponderance of the evidence. 
Petitioner's assertion that figure 3 was included on filing is not more persuasive than either the 
electronic file or the postcard receipt which he prepared and submitted. 

As such, it appears that Figure 3 was not filed with the Office on December 5, 2003. For this 
reason, the petition cannot be granted. 
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Application No. 10/728,464 



Pages 



CONCLUSION 



For these reasons, the petition is DISMISSED. 

The petition fee of $ 1 30.00 will not be refiinded, as this petition was not necessitated by any 
error on the part of the Office. 

The application file is being returned to OIPE for further processing with a filing date of 
December 5, 2003, using only the application papers which were filed on that date. Figure 3 will 
not be entered. 

If petitioner desires for the examiner to consider this page which was not submitted as part of the 
original disclosure, then petitioner may submit this figure via an amendment. Any such 
amendment will, of course, be reviewed by the examiner for new matter' . The amendment is 
not new matter if the substance was a part of the disclosure of the prior application. 

Telephone inquiries regarding this decision should be directed to the undersigned at (703) 305- 
001 1 . Please note that on approximately September 28, 2004, the Office of Petitions will 
relocate to the new PTO location in Alexandria. Although the mailing address will remain the 
same, the general phone number for the Office of Petitions which should be used for status 
requests \wll change to 571-272-3282.^d thcj telephone, number forLthe imdersigned jwill change 
to 571-272-3225. 



Paul Shanoski 
Senior Altomey 
Office of Petitions 

Onlled Slates Patent and l^atfemerk Onteo 



I See MPEP 608.02(h) and 6ti8.U4. 
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I trNTTED States Extent and Trademark Office 



UNITED STATES DEPARTMENT OF COMftfRtirR 
UnitHd fltMtit?! PutHfit und Tmdi^miirU OtTHm 
AdAwi: COMMISSIONER R3R PATENTS 

P.O. Op* 1450 

Ak-MiKbni. VtiyudM Xm.W-150 

I APPLtCATlQN NUMBER | FILTNQ OR 371(c) DATE | FIRST NAMED APPLICANT | ATTORNEY DOCKET NUKiBER [ 

10/728,464 1 2/05/2003 Jun Endo 36856. 1 1 72 

CONFIRMATION NO. 2192 
Keating & Bennett LLP FORMALrriES LETTER 

10400 Eaton Place HWilllliniiiiMiliiiiililll 

Fairfax. VA 22030 •ocoooooooi 31 19768- 

Date Mailed: 07/01/2004 

NOTICE OF OMITTED ITEWI(S) IN A NON PROVISIONAL APPLICATION 

FILED UNDER 37 CFR 1^3(b) 

A filing date has been accorded to the above-identified nonprovisional application papers; however, the following 
itenn(s) appear to have been omitted from the application: 

• Figure(8) 3 described rn the specification. 

I. Should applicant contend that the above-noted omitted item(s) was in fact deposited in the U.S. Patent and 
Trademark Office (USPTO) wrth the nonprovisional appiication papers, a copy of this Notice and a petition (and 
$130.00 petition fee (37 CFR 1.17(h))) with evidence of such deposit must be filed within TWO MONTHS of the 
date of this Notice. The petition fee will be refunded if is determined that the item(3} was received by the USPTO. 



II. Should applicant desire to supply the omitted item(s) and accept the date that such omitted item(s) was filed in 
the USPTO as the filing date of the above-identified application, a copy of this Notice, the onnitted item(s) (with a 
supplemental oath or declaration in compliance with 37 CFR 1.63 and 1.64 referring to such Items), and a petition 
under 37 CFR 1.182 (with the $130.00 petition fee (37 CFR 1.17(h)) requesting the later filing date must be filed 
within TWO MONTHS of the date of this Notice. 

Applicant is advised that generally the filing fee required for an application is the filing fee In effect on the fiRng 
date accorded the application and that payment of the requisite basic filing fee on a date later than the filing date 
of the application requires payment of a surcharge (37 CFR 1.1 6(e}). To avoid processing delays and payment of 
a surcharge, applicant should subnrut any balance due for the requisite filing fee based on the later filing date 
being requested when submitting the omitted items(s) and the petition (and petition fee) requesting the later filing 
date, 

III. The failure to file a petition (and petition fee) under the above options (1) or (II) within TWO MONTHS of the 
date of this Notice (37 CFR 1.181(f)) will be treated as a constructive acceptance by the applicant of the 
application asjdeposited In the USPTO. THIS TWO MONTH PERIOD IS NOT EXTENDABLE UNDER 37 CFR 
1.136(a) or(b). In the absence of a timely filed petition in reply to this Notice, the appiication will maintain a filing 
date as of the date of deposit of the application papers in the USPTO, and original application papers (i.e., the 
original disclosure of the Invention) will include only those application papers present in the USPTO on the date of 
deposit. 



In the event that applicant elects not to take action pursuant to options (I) or (II) above (thereby constructively 
ele<^ing option (111)), amendment of the specification to renumber the pages consecutively and cancel incomplete 
sentences caused by any omitted page(s), and/or amendment of the specification to cancel all references to any 
omitted drawlng(s), relat>el the drawing figures to be numbered consecutively (if necessary), and correct the 
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references In the specification to the drawing figures to correspond with any relabeled drawing figures, is required. 
A copy of the drawing figures sliowing the proposed chartges in red Ink should acconnpany with any drawing 
changes . Such aniendment and/or correction to the drawing figures, if necessary, should be by way of 
preliminary arhendment submitted prior to the first Office action to avoid delays in the prosecution of the 
application. 



Replies should be mailed to: Mail Stop Missing Parts 

Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 22313-1450 



A copy of this notice AfUST be returned with the reply. 



Customer Service Ceater 

Initial Patent Examination Division (703) 308-1202 

PART 2 . COPY TO BE RETURNED WITH RESPONSE 



PAGE 8/13 * RCVD AT 8^)1/2004 4:49:31 PM [Eastern Dayllgttt Time] * 8VR:USPT0-EFXRF-1/4 * DN1S:8729306 " CSID:7033855340 « DURATION (mm-SS):04-24 



